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DETAILED ACTION 

1 . This Office Action is in response to Applicant's Amendment filed February 2, 
2009. Claims 1-24 are currently pending in this case. Claims 1-14 and 23-24 are under 
examination. Claims 15-22 have been withdrawn. Claims 1-5 and 15 have been 
amended. Claims 23-24 have been added. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 5, 
2007 has been entered. 

Election/Restrictions 

3. Claims 1 5-22 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on February 2, 2009. 
Response to Arguments 

4. Applicant's arguments filed June 5, 2007 have been fully considered but they are 
not persuasive. 

5. Applicant argues, regarding claims 1-5, as currently amended, that nothing in the 
cited references discloses teaches or suggests, a relatively more or less tolerant 
licensing policy. 
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6. Examiner respectfully disagrees. Note that tlie claims, as currently amended, do 
not specify relative to what. Without specifying the relationship (less or more tolerant 
relative to what?), applicant is not further distinguishing the claims from the prior art. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1-14 and 23-24 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

9. In independent claim 1 , Applicant uses the terms "relatively less" and "relatively 
more" tolerant without specifying relative to what. As such the claims are vague and 
ambiguous and fail to set forth the metes and bounds of the invention. Applicant further 
uses these same terms in dependent claims 2-5, For these reasons, independent claim 
1 and its dependent claims 2-14 and 23-24 are rejected under section 112, second 
paragraph. 

Claim Rejections - 35 USC § 101 

10. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

1 1 . Claims 1-14 and 23-24 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 
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12. Specifically, claims 1-14 and 23-24 are rejected because an invention that is not 
a machine, an article of manufacture, a composition or a process cannot be patented. 
Diamond v. Chakrabarty, 447 U.S. 303, 206 USPQ 193 (1980); Diamond v. Dielir, 450 
U.S. 175, 209 USPQ 1 (1981). Also, if the broadest reasonable interpretation of the 
claimed invention as a whole encompasses a human being, then a rejection under 35 
U.S.C. 101 must be made indicating that the claimed invention is directed to 
nonstatutory subject matter. MPEP §2105. 

13. In this case, independent claim 1 recites "conducting .... a licensing policy ..." 
. . .monitoring at least one parameter . . . " , and ". . . . implementing by utilizing . . ." 
without ever stating who or what conducts, implements or monitors. For these reasons, 
independent claim 1 and its dependent claims 2-14 and 23-24 are rejected under 
section 101. 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15. Claims 1-14 and 23-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ginter et al (US 6,253,1 93) in view of Salas et al (US 6,314,408), 
further in view of Stefik et al (US 6,236,971 ). 

1 6. Regarding claims 1 , 23, and 24 - 
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1 7. Ginter discloses a method for determining a licensing policy of using at least one 
digital product by at least one user, comprising the steps of: conducting a tolerant 
licensing policy for the use of the at least one digital product by the at least one user 
during a trial period; monitoring at least one parameter of said use during said trial 
period (e.g. col 3 In 20-50). 

18. Ginter does not disclose, but Salas, does, determining a licensing policy 
according to said monitoring of said at least one parameter to obtain a determined 
licensing policy (e.g. col 1 In 32-60). 

1 9. Additionally, both Stefik at col 1 6 In 59- col 1 7 In 1 0 and Ginter at col 255 In 57 - 
col 256 In 7 disclose modification of a license by a user or users. 

20. It would be obvious for one of ordinary skill in the art to combine the teachings of 
Ginter, Stefik and Salas as they are in the same art and in order to obtain greater 
flexibility in the granting of licenses. 

21 . Regarding claims 2-6 - 

22. Ginter discloses the method of claim 1 , wherein said step of monitoring includes 
collecting at least one sample of said at least one parameter, and wherein said step of 
determining includes evaluating the performance of said tolerant licensing policy 
according based on said at least one sample; further comprising steps of, in at least one 
loop, re-evaluating said determined licensing policy, and optimizing said determined 
policy according to said re-evaluation; wherein said tolerant licensing policy comprises 
at least one rule being less restrictive than a corresponding rule of said determined 
licensing policy; wherein said tolerant licensing policy includes free usage of the at least 
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one digital product during said trial period; wherein said at least one parameter is 
selected from a group consisting of a time count and a run count (e.g. col 48 In 12-45). 

23. Regarding claims 7-8 - 

24. Ginter discloses the method of claim 6, wherein said time count is selected from 
the group consisting of the time of posting of a request for a license, the time a license 
is 

25. in use by a user, and the average time a user has to wait in a licensing queue 
until a license is issued; wherein said run count is selected from the group consisting of 
the number of times licenses have been issued, the number of times a license has been 
requested, and the number of times a user gave up requesting a license (e.g. col 53 In 
20-50). 

26. Regarding claims 9-1 3 - 

27. Ginter discloses the method of claim 1 , wherein said at. least one user is 
selected from the group consisting of at least one machine, at least one organization 
and at least one department of an organization; wherein said at least one user is 
defined manually; wherein said at least one user is defined automatically; wherein said 
at least one user is selected from the group consisting of the first N users that invoked 
said product during a first predefined period, the first N users that used said product for 
at least a predetermined duration during a predefined period, and a combination 
thereof; further comprising ranking said at least one user, and issuing a license to the 
user having the highest rank among the users waiting in a licensing queue (e.g. col 64 
In 40-55). 
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28. Regarding claim 14 - 

29. Ginter discloses a method according to claim 1 3, wherein the rank of a user 
waiting in a licensing queue is upgraded according to the waiting time of said user in 
said queue (e.g. col 64 In 50-55). 

30. Examiner's note: Examiner has cited particular columns and line numbers in 
the references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may be applied as well. It Is respectfully requested from the applicant, In preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 

Conclusion 

31 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CRISTINA OWEN SHERR whose telephone number is 
(571 )272-671 1 . The examiner can normally be reached on 8:30-5:00 Monday through 

Friday. 

32. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Calvin L. Hewitt, II can be reached on (571)272-6709. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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33. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

CRISTINAOWEN SHERR 

Examiner 

Art Unit 3685 

/CRISTINAOWEN SHERR/ 
Examiner, Art Unit 3685 



